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Art Unit: 3727 

1 . The following is a quotation of the first paragraph of 35 U.S.C. 112: 

The specification shall contain a written description of the invention, and of the manner and process of 
making and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the 
art to which it pertains, or with which it is most nearly connected, to make and use the same and shall 
set forth the best mode contemplated by the inventor of carrying out his invention. 

2. Claims 1-6 and 17-22 are rejected under 35 U.S.C. 112, first paragraph, as 
containing subject matter which was not described in the specification in such a way as 
to enable one skilled in the art to which it pertains, or with which it is most nearly 
connected, to make and/or use the invention. This disclosure does not enable one of 
ordinary skill in the art to make and use the invention recited in these claims because 
the written description and drawings describe and illustrate a form having only two 
parts: (1) at least one flap and (2) a body. However, these claims require a form having 
(1 ) at least one flap, (2) a body, and (3) another portion. Since no other portion is 
described or illustrated, it is impossible to determine how to make and use the claimed 
invention based on this disclosure. 

In addition, the sealing form, as claimed, cannot perform the function set forth in 
the last three lines of claims 1 and 17, because there are only two parts to the disclosed 
form: at least one flap and a body. Thus, if the adhesive is in contact with adhesive 
inhibitor whenever the flap is in contact with the body, there is no other part of the form 
which can be used to seal the form because virtually the entire body would need to be 
covered with either adhesive or adhesive inhibitor. No new matter may be added in 
response to this rejection. 

3. Claims 10 and 16 are rejected under 35 U.S.C. 112, first paragraph, as 
containing subject matter which was not described in the specification in such a way as 
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to enable one skilled in the art to which it pertains, or with which it is most nearly 
connected, to make and/or use the invention. This disclosure does not enable one of 
ordinary skill in the art to make and use the invention recited in these claims because it 
does not explain how to simultaneously produce a continuous assembly of forms. The 
forms in a series of forms are produced one at a time in series, not simultaneously. 

4. The drawings are objected to under 37 C.F.R. 1 .83(a) as failing to illustrate (1) a 
form having a flap, a layer of adhesive and a layer of inhibitor such that, whenever the 
flap is in contact with the body, one layer of adhesive faces one layer of an inhibitor, as 
recited in claim 1 , (2) a form having at least one flap, a body, and another portion, as 
recited in claim 1, and (3) a multiple ply portion, as recited in claim 13. No new matter 
may be added. 

5. The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

6. Claims 1-6 and 17-22 are rejected under 35 U.S.C. 112, second paragraph, as 
being indefinite for failing to particularly point out and distinctly claim the subject matter 
which applicant regards as the invention. The part of claims 1 and 17 which requires 
that, when the flap is in contact with the body, one layer of adhesive faces one layer of 
an inhibitor is inconsistent with the part of claims 1 and 17 that requires the positioning 
of another portion of the form between the body and the flap because the form has no 
other portion. Thus, it cannot be determined what these claims require. No new matter 
may be added in response to this rejection. 
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7. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

8. Claim 7 is rejected under 35 U.S.C. 102(b) as being anticipated by Schieman, 
U.S. Patent No. 2,367,440. The embodiment illustrated in Figures 1-4 of Schieman 
discloses all claimed structural features including a layer of adhesive 3 and a layer of 
adhesive inhibitor 4. In addition, Figure 2 illustrates an initial bent condition, and Figure 
4 illustrates a final bent condition. The phrase "self contained form" does not impart any 
structure to the claim that is not disclosed by Schieman. 

9. Claims 1 1 and 12 are rejected under 35 U.S.C. 102(b) as being anticipated by 
Schieman, U.S. Patent No. 2,367,440. Figure 2 of Schieman discloses all structural 
features required by this claim. The term "form" does not impart any structure to the 
claim that is not disclosed by Schieman. The remainder of the claim comprises 
statements of function and intended use that do not add any structure and do not define 
over Schieman. Claims directed to apparatus must be distinguished from the prior art in 
terms of structure rather than function. In re Danly, 263 F.2d 844, 847, 120 USPQ 528, 
531 (CCPA1 959). "[Apparatus claims cover what a device is, not what a device does." 
Hewlett-Packard Co. v. Bausch & Lomb Inc., 909 F.2d 1464, 1469, 15 USPQ2d 1525, 
1528 (Fed. Cir. 1990). (emphasis in original) 

10. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 
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(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 1 02 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

11. Claims 7-9, 11, 12, 14, and 15 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Fisher et al., U.S. Patent No. 4,487,360, in view of Schieman, U.S. 
Patent No. 2,367,440. The embodiment of Figure 9 of Fisher discloses all claimed 
features except for a layer of adhesive inhibitor. It would have been obvious to one of 
ordinary skill in the art at the time the invention was made to provide the body of 
Fisher's form with adhesive inhibitor, as taught by Schieman at 4, so that Fisher's two 
closure flaps 1 1 and 32 may be folded so as to bring the adhesive on each flap into 
contact with the inhibitor because this would prevent premature adhesion of the flaps to 
the body of the form. 

12. Claims 10 and 16 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Fisher et al., U.S. Patent No. 4,487,360, in view of Schieman, U.S. Patent No. 
2,367,440, as applied to claims 7 and 11, respectively, and further in view of Kehoe, 
U.S. Patent No. 3,995,808. It would have been obvious to one of ordinary skill in the art 
at the time the invention was made to provide a continuous series of Fisher's 
envelopes, as taught by Kehoe, because a continuous series facilitates printing. 

13. Claim 13 is rejected under 35 U.S.C. 103(a) as being unpatentable over Fisher et 
al., U.S. Patent No. 4,487,360, in view of Schieman, U.S. Patent No. 2,367,440, as 
applied to claim 1 1 , and further in view of Johnsen, U.S. Patent No. 3,837,565. It would 
have been obvious to provide a portion of Fisher's mailer with multiple plies, as taught 
by Johnsen, because multiple plies provide multiple copies for plural recipients. 
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14. The remaining patents are cited to show other mailers having similar features. 

15. Any inquiry concerning this application or proceeding should be directed to 
Stephen Garbe who can be reached at 703-308-1207. The examiner can normally be 
reached Monday-Thursday between the hours of 7:15 and 4:45 and alternate Fridays 
between the hours of 7:15 and 3:45. 

16. If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Lee Young, can be reached on 703-308-2572. 

1 7. The fax phone numbers for Technology Center 3700 are 703-872-9302 for 
papers filed in response to a non-final Office Action and 703-872-9303 for papers filed 
in response to a Final Office Action. 

18. Any inquiry of a general nature or relating to the status of this application or 
proceeding should be directed to the receptionist, whose telephone number is 703-308- 



1148. 




Stephen P. Garbe 
Primary Examiner 
Group 3720 
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